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DETAILED ACTION 
Double Patenting 

Claims 1-23 of this application conflict with claims 1-17 and 19-32 of Application 
No. 09/759588. 37 CFR 1.78(b) provides that when two or more applications filed by 
the same applicant contain conflicting claims, elimination of such claims from all but one 
application may be required in the absence of good and sufficient reason for their 
retention during pendency in more than one application. Applicant is required to either 
cancel the conflicting claims from all but one application or maintain a clear line of 
demarcation between the applications. See MPEP § 822. 

Claim 1 provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 1 of copending 
Application No. 09/759588 in view of Morito. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because: 

Claim 1 of the instant application corresponds to Claim 1 in application no 
09/759788 with additional limitations of: 

• Imprinting said exclusive code onto a label of said fresh disk by the code 
imprinter, the label being disposed on a surface opposite to a digital video 
signal data-recording surface of said fresh disk. 
Morito discloses a method for authenticating the recording of digital video signals that 
are being recorded. Furthermore, Morito discloses in Column 3 Lines 38-45 describes 
the imprinting the exclusive code onto a label for allowing easy identification of recorded 
material. Therefore, it would have been obvious to one of ordinary skill in the art at the 
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time of the invention to use the imprinting of exclusive codes, as described in pending 
application 09/688901 and co-pending application 09/759588, and incorporate a system 
with imprinting the exclusive code onto a label, as described in Morito. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-7,11,13-16 and 19-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Morito (US6782 1 90). 
[claims 1, 3, 11, & 13] 

In regard to Claims 1, 3, 11, and 13, Morito shows a method for authenticating the 
recording of digital video signals being recorded onto a fresh unrecorded disk by a disck 
recorder of a disk feeder system, the disk feeder system comprising coding generating 
and mixing means and a code imprinter, the method comprising the steps of: 

• Feeding a fresh disk from a fresh disk compartment of the disk feeder 

system to code impritter (Figure 2 shows the feeding of the disk as further 

described in Column 4 Lines 20-62); 
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• Generating an exclusive code for the disk by generating a mixing means 
(Figure 2 shows the printer 7 wherein the code is generated onto the disk 
as described in Column 4 Lines 38-45); 

• Imprinting said exclusive code onto a label, the label being disposed on a 
surface opposite to a digital video signal (Column 3 Lines 38-45 describes 
the imprinting); 

• Feeding the fresh disk imprinted with the exclusive code to the disk 
recorder (Figure 10 shows the feeding of the disk); 

• Generating coded signals commensurate with the exclusive code by 
coding generating and mixing means (Figure 7 shows the generating of 
the code); 

• Mixing said coded signals with said digital video signals recorder by said 
disk recorder to authenticate said recording of the recorded disk outputted 
from said feeder system (The disk identifier Sd is mixed on the disk with 
the coded signal Sp as seen in Figure 7). 

[claims 2 & 4] 

In regard to Claims 2 and 4, Morito et al discloses a method for authenticating the 
recording of digital video signals, wherein the disk feeder system is adapted for 
authenticating reading back of the digital video signals recorded from the recorded disk 
wherein said disk recorder further comprises a read back means and said disk feeder 
comprises a code reader, a code signal extractor and a comparator, said method 
comprises: loading said recorded disk into fresh disk compartment, feeding said 
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recorded disk to disk recorder, reading the exclusive code, and reading the digital 
signals through the read back means (Figure 1o shows the above actions as described 
in Column 8 Lines 43+) 
[claims 5, 6,14, & 15] 

In regard to Claims 5, 6, 14, and 15, Morito et al discloses a method for authenticating 
wherein the fresh disk comprises one of a non-erasable disk and re-recordable disk 
(Column 4 Lines 5-62 describes a DVD-R and Column 5 Lines 63-65 describes a DVD- 
RAM). 

[claims 7, 16, 19, & 20] 

In regard to Claims 7, 16, 19, and 20, Morito et al discloses a method for authenticating 
the recording of digital video signals wherein the code imprinter comprises one of a 
laser printer, an ink jet printer, a heat stamp printer, an ink pad printer, an 
optical/chemical printer, a ribbon printer, and a rubber page printer (Column 4 Lines 37- 
40 describes the imprinter). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8-10,12,17-18,21-23 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Morito (US 6782190) in view of Miller et al (US 6222800). 

[claims 8,9,17, & 18] 
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In regard to Claims 8, 9, 17, and 18, Morito discloses the imprinting of a code onto a 
fresh disk; however, fails to disclose the imprinting the code onto a label and placing the 
label onto the disk. Miller et al discloses a disk system wherein the disks are imprinted 
with a code onto a label and placing the label onto the disk as discussed in Column 1 
Lines 1-15 and thereby providing a system that allows easy identification for the disk. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the imprinting disk system, as disclosed by Morito, and further disclose 
a system that labels the disk, as disclosed by Miller et al. 
[claims 10, 12, 21, 22, & 23] 

In regard to Claims 10,12, 21, 22, and 23, Morito discloses a disk system; however fails 
to disclose a disk feeder apparatus. Miller et al shows a disk feeder apparatus as seen 
in Figure element 10, which comprises a controller as seen in the controller card 28. 
Furthermore, the disk recorder means comprises a disk driver 20, which records, a pull 
slider and slider table all comprised n the auto retrieve mechanism 26. Additionally the 
sliding table has an extended tray 22, pulley belt 78 wherein the shuttle 68 shuttle or 
slides the disk for transporting. The auto load separator mechanism 24 controls the 
ejection of the imprinted disk, as seen in Figure 12, as further described in Column 6 
Lines 1-46. This apparatus allows for the processing and transporting of disks through 
recording and imprinting. Therefore, it would have been obvious to one of ordinary skill 
in the art at the time of the invention to use the disk system, as disclosed by Morito, and 
incorporate a disk feeder apparatus that has transporting ability, as disclosed by Miller 
et al. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• Oguro et al (6301430); 

• Yamauchi et al (6295139). 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jamie Vent whose telephone number is 571-272-7384. 
The examiner can normally be reached on 7:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Groody can be reached on 571-272-7950. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 


Jamie Vent 
09/30/05 
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